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DETAILED ACTION 

Claims 8-13 are pending in the case. 

Response to Amendment 

Any rejection of record in the previous action not addressed in this office action is 
withdrawn. There are no new grounds of rejection that were not necessitated by 
applicants' amendment and therefore, this action is final. 

This is a new rejection necessitated by applicant's amendments to the claims: 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U .S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8-13 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The specification as originally filed does not provide support for the invention as 
now claimed: "utilizing the stabilized RNA for easier detection owing to the enrichment 
of mRNA relative to rRNA in total RNA as well as the enrichment of unstable mRNAs 
relative to total mRNA and/or for the stability of particular RNA species during in vitro 
isolation and analysis via Northern blotting, RT-PCR, RNA protection assays, DNA chip 
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assays, and other similar RNA/RNA or other similar DNA/RNA based hybridization 
assays." (claim 8); : "identifying the source of organic phosphate in the organisms' diet, 
removing the organic phosphate source from the diet..." (claim 9); "determining the 
optimal ratio of thio-phosphate to inorganic phosphate in the culture media such that the 
desired mRNA specie(s) along with those mRNAs having similar half-lives are 
preferentially stabilized relative to naturally abundant and more stable mRNA species as 
evidence by the enchanced protein expression of one or more gene products of 
interest" and "determining the optimal time point to induce stabilization of the mRNA(s) 
of interest via the addition of thio-phosphate containing media for enhanced protein 
expression of the corresponding gene product(s)' (claim 10). Dependent claims 11-13 
are included since they depend on the claims containing new matter. This a new matter 
rejection. The specification does not provide sufficient blazemarks nor direction for the 
instant methods encompassing the above-mentioned limitations, as currently recited. 
The instant claims now recite limitations which were not clearly disclosed in the 
specification as-filed, and now change the scope of the instant disclosure as-filed. Such 
limitations recited in the present claims, which did not appear in the specification, as 
filed, introduce new concepts and violate the description requirement of the first 
paragraph of 35 U.S.C. 112. If applicant disagrees with this rejection, specific sections 
of the specification which provide support for the above mentioned claims should be 
cited. 
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The following are new rejections necessitated by applicant's amendments to the 
claims: 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 8 is vague and indefinite in the recitation of "utilizing the stabilized RNA for 
easier detection owing to the enrichment of mRNA relative to rRNA in total RNA as well 
as the enrichment of unstable mRNAs relative to total mRNA and/or for the stabilization 
of particular RNA species during in vitro isolation and analysis via Northern blotting, RT- 
PCR, RNA protection assays, DNA chip assays and other similar RNA/RNA or other 
similar DNA/.RNA based hybridization assays" since it is not clear what is intended to 
be encompassed by this phrase. It is noted that the preamble of the claim recites a 
method for stabilizing RNA, not a method of utilizing the RNA, and therefore the step 4) 
appears to contain different subject material than is recited in the preamble, i.e. it 
appears to recite utilizing the RNA in certain assays. However, even if this is what is 
intended, this is not clear from the current claim language. The claim is vague and 
indefinite in the recitation of the term "rarer " and "particularly unstable" since it is not 
clear what would be encompassed by these phrases and therefore the intended metes 
and bounds cannot be determined. "Rarer" is a relative and indefinite term. 
"Particularly unstable" is unclear and it cannot be determined what is intended by this 
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phrase. The claim is vague and indefinite in the recitation of "easier detection" since this 
is a relative and indefinite term and it is not clear what is intended. The claim is vague 
and indefinite in the recitation of "other similar RNA/RNA or other similar DNA/RNA 
based hybridization assays" since it is not clear what would be encompassed by these 
phrases. The claim is vague and indefinite in the recitation of "particularly unstable 
mRNAs inside cells such as RNA processing intermediates", since it is not clear 
whether this narrower example is intended to be a limitation or not. This phrase is 
exemplary language, which makes it unclear what the scope of the claim is intended to 
be. See MPEP 2173.05(d). 

Claim 9 is vague and indefinite in the recitation of "removing the organic 
phosphate source from the diet by... adding an excess of thio-phosphate to the diet" 
since adding thio-phosphate would not remove organic phosphate. Therefore it cannot 
be determined what is intended. 

Claim 10 and by dependence claims 11-13 are vague and indefinite in the 
recitation of "naturally abundant" since it is not clear what it encompassed by this 
phrase. It is not clear what mRNAs would be considered "naturally abundant". 
Furthermore, it is not clear what is being referred to in the phrase "as evidenced by the 
enchanced protein expression of one or more gene products of interest". 

Claim 13 is vague and indefinite in the recitation of "increase the rate... of non- 
protein products such as antibiotics, chemical intermediates, organic acids, etc. in 
fermentation reactions" since it is not clear what is intended by increasing the rate of a 
product in a reaction. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NANCY VOGEL whose telephone number is (571)272- 
0780. The examiner can normally be reached on 7:00 - 3:30, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on (571) 272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/NANCY VOGEL/ 

Primary Examiner, Art Unit 1636 
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